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The traditional
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Three frequent dislikes:



The time required ...



the cost ...



the inventor frustration



What causes these dislikes?



1. The invention is
a technical advance...
(presumably)



2. ...but the lawyer is a lawyer
(and so must play ‘catch-up’)



3. And, everyone’s busy



Not much we can do
about these issues.



Let’s focus on three other causes



4. Inventors’ presentations
aren’t always well-organized



5. Attorney’s notes are likely
to be incomplete ...



... prompting follow-up calls ...



... and inventors aren’t always
thrilled to be interrupted



6. Attorney doesn’t want
to risk leaving out
anything important ...



... $0, drafts a ‘dissertation’ ...



... Which needs more editing
by the inventors ...



... Increasing the
time required ...



... and the cost ...



... and the inventors’
frustration



There is a better way



‘Proof of concept’

example

U.S. Patent No. 5,631,330:
Dual-control scheme

for improved missile
maneuverability

Assignee:
Lockheed Martin Corp.

(no endorsement implied)
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Another example

U.S. Patent No. 5,917,822:
Method for providing
integrated packet services
over a shared-media
network

Assignee:
Xerox PARC (Palo Alto
Research Center)

(no endorsement implied)
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How it’s done



No notes (!)




Instead: Draft, with the inventors:

 starter claims,
plus

e ‘footnotes’ ...

... In person, or ...



... Via on-line screen sharing

GoloMeeting”



Three basic steps
to walk the inventors through:



1. Ask: What would
someone pay for ...



... ahd focus on that

(to start with)

Technology focus:
“We came up

with a neat way

of inhibiting the
activity of the Doo-
Hickey enzyme in
the human body.”

VS.

‘What would some-
one pay for’ focus:
“We’'ve come up with
a way of making a
hay-fever medication
that gives relief for up
to 24 hours.”
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2. Outline a ‘business plan’
as a method claim

100. A method of relieving hay fever for an
extended period of time, comprising:

(a) manufacturing a new decongestant compound;

(b) acquiring a spray bottle; [etc., etc.]
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3. Expand the ‘business plan’
claim boundaries as much
as the prior art will allow

100. A method of relieving
hayfever nasal congestion

[1] for an extended period
of time, comprising:

1] Nasal congestion: Nasal
congestion could result from a
variety of causes such as, for
example, hay fever or a sinus
infection.




... adding necessary details

(a) manufacturing a rew-decongestant
compound comprising a mixture of
powdered unicorn horn [2] and ground

pepper; [3]

[2] Unicorn horn: A unicorn may be attracted by
sprinkling chocolate chips on any convenient
unicorn trail.

3] Ground pepper: Cayenne pepper is pre-
ferred, but black pepper has also been found

to work satisfactorily.
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[Dependent claims can be useful]

110. The method of claim 100,
wherein the ratio of powdered unicorn
horn to ground pepper is in the range
of 1:1 to 1:5. [4]

4] Ratio: Proportions from 1:2 to 1:4 have been
experimentally verified; proportions ranging from
1:1 to 1:5 are expected to work satisfactorily.



LS. Patent Now, 10, 1994 Sheet § af 13 5,835,869
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Brainstorm w/ inventors:

* Do claims distinguish
over prior art?

* Are claims targeted at
what competitors will
actually do?

* Any problems proving
infringement?

* Future products / ser-
vices? Licensing to
other industries?



Repeat for other
‘business plan’
claims



Result:

A disciplined
survey of

‘the invention’ ...



... With
immediate,
on-the-fly
Inventor
critique &
feedback ...




... that can
easily be edited
Into a patent
application



(Editing tip:

Copy the ‘business
plan’ and ‘footnotes’
and tweak them into

a prose narrative)

US005917822A

United States Patent [ [11] Patent Number: 5,917,822
Lyles et al. 1451 Date of Patent: Jun. 29,1999

Referring to the data flow diagram in FIG. 4, the method,
zxecuted by the head-end controller 103 (or other bandwidth
allocation unit 305), comprises:

(a) receiving a transmission authorization request 405 [4]
from an identified terminal equipment 210 as illustrated
in Lines 517 through 519 of Table 1 the transmission
authorization request 405 being associated with a
requested transmission;

(b) generating a virtual scheduling time [5] for the
requested transmission, based on (1) the time of arrival

nf the tranemiecinm anthar zation rermeet S TET Y a

* %k %

4.2. Notes to [llustrative Method Desa:i‘ipticﬂ

* %k %

[4] In an 802.14 type petwork, access (0 an upstream
channel (e.g., from a terminal equipment 210 to the head-
end controller 108) will either be granied on a specific
station basis (directed grant), on a contention basis (request
grant), or for station regisiration purposes (acguisition
grant). The specific type of grant 410 and when these are

crhadinlad ara mamanard diractlsr b the haod_and ronteallae
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Payoffs:



Inventors prefer this
approach, because...



... an intense session now
means less editing work later



Lawyers like the BIG
head start on legal drafting



Applications get filed faster

(File a provisional application
the same day, even)



Cost: Comparable, or better



Good training vehicle for:

and

Junior attorneys, Invention-
patent agents — disclosure
‘sit second-chair’ authors



Adaptable to different fields



Further reading

Reengineering the Inventor Interview Reen gin eerin g th e

D.C. Toedt'

Inventor Interview, In

L P ainful," *‘Tedious,” **Frustrating.” These are the most com-
mon responses received in a highly unscientific survey, in

which some of my colleagues and | asked a number of mventors i J

describe, in one word, their past experiences in the process of preparing O u r n a O t e a t e n t
a patent application. This paper describes some simple changes to that

process that have significantly reduced the time and expense required

1o prepare most applications and which have received almost uniformly

favorable reviews from inventors and in-house counsel. 1 1
Dwuring more than two years of experimentation, we iried a wede ra e I I l a r I C e O C I e -
variety of interview techniques.” We tape-recorded entire interviews and
had them transenbed, We had inventors tell ws the story of the invention
as though it were being presented at a conference, or being described
in a children’s science book. We even tried having inventors collaborate 1
in writing a draft specification with us during the interview. Mone of ty’ VO I . 7 8’ p ° 9,
these approaches proved entirely satisfactory.
Almaost by accident, we stumbled onto a very effective technique:
Ask the imventor fo help draft actual patent claims fo o soleable product N
O Fervice, p.'us c;pfana.'uq' ':_."'m:}d’nr’.‘]’:‘.v. o rfuﬂr:lg the invenior fRteridew. tt p g O O g Z
‘We found that by drafting an organized set of claims with the inventor, he he
a patent-attormey team can quickly record nearly all the information
needed directly in the claims themselves—in such a way that the spec-
ification practically writes itself,

BackorouND: DISORGAMIZED ATTORNEY MOTETAKING

Many painful aspects of the conventional patent application pro-
cess are well known, From the client's point of view, it often s an

| [ . Towd = a shaholder and chamman of the patmi prosecution practice commitien at
Amold, White & Durkes, The mihor acknewledges with apprecation the numemes comnbutions
of Cop F. Miles, PhUD., a patent agent ab AWED and second-year law student, in the drwelopment
of the sechnigues descnbed in dis pape, Any views sxpresscd e e prosent vigws of #he aulhor
and net necvssanily thoss of his fim or any of it elients, Copyright © 1995 [ O Toal

2 EF geawratly SaraEs ©, CoLLME WD JERRY |, POREAS, BUET T LAST ¢ch. T {1954) {mgusy
fheat e Pt wety of stimulating progress in 2 company is 8o iy 8 ol of sl and keep whal
wrks' ")
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